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DETAILED ACTION 
Definition of a Substitute 

1 . Applicant refers to this application as a "substitute" of Application No. 
[09/493550], filed [1/29/00]. The use of the term "substitute" to designate an application 
which is in essence the duplicate of an application by the same applicant abandoned 
before the filing of the later case finds official recognition in the decision, Ex parte 
Komenak, 1940 CD. 1, 512 O.G. 739 (Comm'r Pat. 1940). The notation on the file 
wrapper (See MPEP §202.02) that one case is a "substitute" for another is printed in 
the heading of the patent copies. A "substitute" does not obtain the benefit of the filing 
date of the prior application. 

Election/Restrictions 

2. Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 1-11, drawn to an ice product made, classified in class 426, 
subclass 66. 

II. Claim 12-21, drawn to an apparatus for molding, classified in class 249, 
subclass 52. 

III. Claim 22, drawn to a method of making ice, classified in class 426, 
subclass 66. 

3. The inventions are distinct, each from the other because: 
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4. Inventions I and III are related as process of making and product made. The 
inventions are distinct if either or both of the following can be shown: (1) that the 
process as claimed can be used to make other and materially different product or (2) 
that the product as claimed can be made by another and materially different process 
(MPEP § 806.05(f)). In the instant case the product as claimed can be made by another 
and materially different process, such as with a block of ice and an ice pick. 

5. Inventions I and II are related as apparatus and product made. The inventions in 
this relationship are distinct if either or both of the following can be shown: (1) that the 
apparatus as claimed is not an obvious apparatus for making the product and the 
apparatus can be used for making a different product or (2) that the product as claimed 
can be made by another and materially different apparatus (MPEP § 806.05(g)). In this 
case the product as claimed can be made by another and materially different apparatus, 
such as an ice pick. 

6. Inventions II and III are related as process and apparatus for its practice. The 
inventions are distinct if it can be shown that either: (1) the process as claimed can be 
practiced by another materially different apparatus or by hand, or (2) the apparatus as 
claimed can be used to practice another and materially different process. (MPEP § 
806.05(e)). In this case, the apparatus as claimed can be used to practice another and 
materially different processes, such as the molding of a non-edible object like clay. 
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7. Because these inventions (I, II, and III) are distinct for the reasons given above 
and have acquired a separate status in the art because of their recognized divergent 
subject matter, restriction for examination purposes as indicated is proper. 

8. During a telephone conversation with Werner Schroeder on September 27, 2005 
a provisional election was made without traverse to prosecute the invention of the tray, 
claims 12-22. Affirmation of this election must be made by applicant in replying to this 
Office action. Claims 1-11 & 22 are withdrawn from further consideration by the 
examiner, 37 CFR 1.142(b), as being drawn to a non-elected invention. 

Drawings 

9. The drawings are objected to as failing to comply with 37 CFR 1 .84(p)(5) 
because they include the following reference character(s) not mentioned in the 
description: Figure 1, 102; Figure 2, 108; Figures 9 & 11, 206; Figure 14, 212'" & 
202a'"; Figure 19, L\ Corrected drawing sheets in compliance with 37 CFR 1.121(d), or 
amendment to the specification to add the reference character(s) in the description in 
compliance with 37 CFR 1.121(b) are required in reply to the Office action to avoid 
abandonment of the application. Any amended replacement drawing sheet should 
include all of the figures appearing on the immediate prior version of the sheet, even if 
only one figure is being amended. Each drawing sheet submitted after the filing date of 
an application must be labeled in the top margin as either "Replacement Sheet" or "New 
Sheet" pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, 
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the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 

10. The drawings are objected to because: 

a. Page 9, line 5 "stay-on tab beverage can" is referred to as 10, there is no 

10 in the Drawing Figures 1-3. It is suggested that applicant 
intended to refer to the can as 108. 

b. Page 10, line 1 "ice stick" is referred to as 100", there is no 100" in the 

Drawing Figure 8A. It is suggested that applicant intended to refer 
to the ice stick as 100'. 

c. Page 10, line 5 the sidewall is referred to as 110, there is no 110 in 

Drawing Figures 4-8. It is suggested that applicant intended to 
refer to the sidewall as 1 1 6. 

d. Page 1 1 , line 3 the overflow channels are referred to as 208, which is later 

referred to as the tray table. It is suggested that applicant intended 
to refer to the overflow channels as 206. Referring to Drawing 
Figures 9-11. 

e. Page 1 1 , line 25 the sidewall is referred to as 1 1 6, there is no 1 1 6 in 

Drawing Figures 9-1 1 . It is suggested that applicant intended to 
refer to the sidewall as 202a. 

f. Page 1 1 , line 26 the pattern of sets are referred to as 204a, 204b, 204c, 
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there is no 204a, 204b, or 204c in Drawing Figures 12 or 13. It is 
suggested that applicant intended to refer to the sidewall as 204a', 
204b', and 204c'. 

g. Page 12, on lines 13-14 "and the chute rim 216 may be raised about one 

or more inches above the tray table 208 and the chute rim 216 may 
be raised about one or more inches above the tray table 208" is 
recited. It is suggested that applicant intended to recite, "and the 
chute rim 216 may be raised about one or more inches above the 
tray table 208". Referring to Drawing Figures 12 & 13. 

h. Page 12, line 25 the "alternative tray" is referred to as 200', there is no 

200' in Drawing figures 14 or 1 5. It is suggested that applicant 
intended to recite alternative tray, referring to 200". 

i. Page 1 3, line 22 a "tray table" is referred to as 208"', there is no 208"' in 

Drawing Figures 16 or 17. It is suggested that applicant intended to 

refer to the table as 208". 
j. Page 14, line 9 recites "the left rim portions 210a, 210b". It is suggested 

that the applicant intended to recite "the left and right rim portions 

210a, 210b". Referring to Drawing Figure 17. 
k. Page 14, line 15 recites "the lateral 200 , there is no "lateral" in Figure 

17. It is suggested that applicant intended to recite "the lateral 

trays 200""'. 

I. Pagel 5, line 1 3 the bottom of the ice, 306 is referred to as "lower", when it 
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was previously referred to as "bottom". It is suggested that 
applicant intended to refer to 306 as "bottom". Referring to Drawing 
Figures 18-22. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in reply to 
the Office action to avoid abandonment of the application. Any amended replacement 
drawing sheet should include all of the figures appearing on the immediate prior version 
of the sheet, even if only one figure is being amended. The figure or figure number of an 
amended drawing should not be labeled as "amended." If a drawing figure is to be 
canceled, the appropriate figure must be removed from the replacement sheet, and 
where necessary, the remaining figures must be renumbered and appropriate changes 
made to the brief description of the several views of the drawings for consistency. 
Additional replacement sheets may be necessary to show the renumbering of the 
remaining figures. Each drawing sheet submitted after the filing date of an application 
must be labeled in the top margin as either "Replacement Sheet" or "New Sheet" 
pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, the 
applicant will be notified and informed of any required corrective action in the next Office 
action. The objection to the drawings will not be held in abeyance. 

Specification 

1 1 . The disclosure is objected to because of the following informalities with 
language: 

a. Page 10, on lines 13-14 "of the sidewall of the sidewall" is recited. It is 
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suggested that applicant intended to recite, "of the sidewall". 

b. Page 12, on lines 7-9 "an orientation parallel with the lateral compartments 

210 at an orientation parallel with the lateral compartments 202"' is 
recited. It is suggested that applicant intended to recite "an 
orientation parallel with the lateral compartments 202'". 

c. Page 13, on lines 16-17 "inclined rim portions 210a, 210b and a raised 

rear rim portions 210a, 210b and a raised rim portion 210c" is 
recited. It is suggested that applicant intended to recite, "inclined 
rim portions 210a, 210b and a raised rim portion 210c". 

12. Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

13. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

14. Claims 12-15, 19, and 20 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Zonca (US 6637721 B1). 

15. Zonca teaches of a tray with lateral compartments for creating narrow pieces of 
small girthed ice articles for openings on portable beverage containers, with one or 
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more overflow channels in the tray table to provide a path for self-leveling water 
(Abstract). In Figure 1 Zonca teaches that the lateral compartments are downwardly 
formed. Zonca discloses in Column 1 lines 45-49, that the tray compartments have a 
diameter or girth of less than 0.75 inches, two transverse dimensions, or the width and 
depth, of less than 0.75 inches. Zonca discloses of a top surface with an elevated rim, 
rising upwardly from the tray table (Column 2, lines 30-38 and Figure 1 &5), and a cavity 
or lateral compartment length of 1-8 inches (Column 2, line 55). On Column 3, lines 1-5 
and in Figures 6 (22) and 9 (24) Zonca teaches of a tray with rounded corners, or 
tapered ends which are in a semi-circle or cylindrical shape, to allow for easy removal. 

Claim Rejections - 35 USC § 103 

16. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 1 02 of this title, if the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

17. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

Determining the scope and contents of the prior art. 

Ascertaining the differences between the prior art and the claims at issue. 

Resolving the level of ordinary skill in the pertinent art. 

Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 
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18. Claim 16 is rejected under 35 U.S.C. 103(a) as being unpatentable over Zonca 
as applied to claims 12-15, 19, and 20 above, and in view of Copeman (US 2113014). 

19. The difference between the reference and the claim is that the reference is silent 
to a chute providing a channel for receiving small girthed ice articles formed in lateral 
compartments and to a portal for the ice articles to exit the tray. 

20. Copeman discloses of an apparatus for handling ice cubes in which includes a 
tray, chute, and portal design for forming and removing the ice cubes into a storage 
area. Refer specifically to Column 2 lines 35-36 and Column 3 lines 44-46. 

21 . It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have modified the process of creating a tray as taught by Zonca, 
to include the a chute and portal for the removal of the ice cubes as taught by 
Copeman. One would have been motivated to do so in order to take advantage of the 
benefits of a chute and portal, such as ease of removal of a product from the tray. 
Because both items deal with the trays that can be utilized to create ice, one would 
have a reasonable expectation of success from the combination. 

22. Claim 17 is rejected under 35 U.S.C. 103(a) as being unpatentable over Zonca 
as applied to claims 12-15, 19, and 20 above, and further in view of Asenbauer (US 

3327896). 

23. Although the reference teaches of stacking and a raised rim, the reference is 
silent to a rim that is raised to a second height. 
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24. Asenbauer discloses of a tray with a rim portion that has a first raised height and 
a second raised height in the in the rear portion, which extends higher than the first 
raised height. Asenbauer teaches that the tray comprises a perimeter base, which is 
connected to the rim and projects downwardly so that plurality of trays are stackable. 
Refer specifically to Figures 1-3 and Column 1, paragraph 1. 

25. It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have modified the process of creating a tray as taught by Zonca, 
to included a raised rim with a second raised rim in the rear as taught by Asenbauer. 
One would have been motivated to do so in order to take advantage of the benefits of a 
raised rim with a second raised rim in the rear, such as the ability to stack. Because 
both items deal with the trays and the process of stacking them, one would have a 
reasonable expectation of success from the combination. 

26. Claims 18 and 21 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Zonca as applied to claims 12-15, 19, and 20 above, and further in view of Fan 
(US D482374 S). 

27. The reference teaches of a tray table with an elliptically shaped wall, rounded 
comers, with a length of 1-8 inches, a girth of less then one inch, and the importance of 
rounded, or convexly contoured compartments. The reference, however, is silent to the 
compartments as aligned vertically with an increasing girth. 

28. Fan discloses of an ice tray with compartments that are aligned vertically and 
have an increasing girth. Refer specifically to Claim and Figures 1-5. 
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29. It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have modified the process of creating a tray as taught by Zonca, 
to include the compartments as vertical with an increasing girth as taught by Fan. One 
would have been motivated to do so in order to take advantage of the benefits of 
increasing girth, such as the ease of product removal, and the benefits of vertical 
compartments, such as ability to stacking trays in tall spaces with limited depth and 
width. Because both items deal with the trays that can be utilized to create ice, one 
would have a reasonable expectation of success from the combination. 

Conclusion 

30. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure: 

31. US 4156516 discloses of an apparatus for shaping moldable material. 

32. US 6761 347 B2 discloses of shaped article, or tray with circular and vertical 

components. 

33. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kelly Mahafkey whose telephone number is (571) 272- 
2739. The examiner can normally be reached on Monday through Friday 8am-4:30pm. 

34. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Milton Cano can be reached on (571) 272-1398. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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35. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Kelly Mahafkey 
Examiner 
Art Unit 1761 
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